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Some Context

— Hot area of litigation
— Potential for high damages

— Adidas v. Payless
« Jury awarded $305 million; cut to $65 million
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Legal Framework: Trade Dress Law

]
 Subset of trademark law

» Total image and appearance of product,
packaging, interior décor, and the like

* Encompasses product shape and features

— Might cover shape, size, a color or color
combination, pattern, design, texture, or a
combination of those elements
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Legal Framework: Trade Dress Law

* Key hurdles to establishing trade
g dress rights (or registering product
ny configuration with USPTO)

. Acquired distinctiveness (secondary
meaning)

. Ornamentation
. Functionality
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Legal Framework: Trade Dress Law

Hurdle #1: Distinctiveness

* |Identifies the product’s source or origin
to consumers

* How do you prove that?

— Direct evidence
« Survey evidence (yikes...expensive!)
« Consumer testimony
 Proof of actual confusion
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Legal Framework: Trade Dress Law

How else can you prove distinctiveness?

— Indirect evidence
 Length and exclusivity of use
« Ad expenditures
« Sales volume
« Media coverage
 Part of product line
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Legal Framework: Trade Dress Law
.
How else can you prove distinctiveness?

— How you market (“look for...”, consistency,
emphasis on design of interest)
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Legal Framework: Trade Dress Law

Side Note on Distinctiveness

» Trade dress law of product packaging and
product design differs on this issue

— Product packaging can be inherently
distinctive

— Product design cannot
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Legal Framework: Trade Dress Law
I

Another Side Note on Distinctiveness

» Can register product configuration as trade
dress on the Supplemental Register

* Reg. No. 2,833,430 for pet food

* Reg. No. 2,098,432 for bakery goods

— The mark consists of a cylindrical configuration of a cinnamon roll
having a height of about two and one-half inches and a width of about
four inches; and having a spiral wrap of five and one-half to six and
one-half layers of baked dough with a melted cinnamon/brown
sugar/margarine layer between overlapping portions of the wrap, with
the inner portion of the wrap being slightly elevated above the outer
portions of the wrap, and with the top and portions of the side of the
wrap being covered by melted frosting. The stippling in the drawing is
for shading purposes only.
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Legal Framework: Trade Dress Law

Hurdle #2: Mere Ornamentation

* Merely decorative and does not |dent|fy and
distinguish applicant’s goods

 How do you disprove ornamentation?
— Not common symbol @
— Design is unique in field
— But, the design type is used in field
— Indicates source for other goods/services
— Placement / size / etc. — be an advocate!
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Legal Framework: Trade Dress Law

Hurdle #3: Functionality

« A design is functional if
— Essential to the use or purpose of the device,
— Affects its cost or quality, OR
— Would put competitors at a significant

(non-reputational) disadvantage

« How do you prove non-functionality?
— Point to alternative designs
— Argue that the collection of functional features is not functional
— Avoid touting utilitarian advantages
— Design patent helps; utility patent hurts
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Legal Framework: Trade Dress Law

» Test for infringement: likelihood of
confusion

* In most jurisdictions (including 5" Circuit),
factors include:

— Strength of design
Similarities of designs
Similarities of products
Marketing, trade channels, and consumers
Care used by consumers (sophisticated?)
Actual confusion
Defendant’s intent
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Legal Framework: Trade Dress Law

« Comments on intent...

— In some jurisdictions, copying gives rise to
iInference of secondary meaning

— That's a minority view and not the case in the
5th Circuit

— But...still...don’t copy.

— Intent to confuse or deceive Is even worse
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Legal Framework: Trade Dress Law

* Don’t forget about dilution
— Products need not be similar

— But, requires the plaintiff's design to be very
well-known
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Practical Tips:
Protecting Your Product Configuration

 Creating design

— Make sure you CAN protect design (is it
functional or generic?)

— Train your clients and marketing teams to
think of unique designs that

* Don’t immediately relate to your product’s quality
or functioning, and

« Aren’t very common
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Practical Tips:
Protecting Your Product Configuration

 Product Clearance

— Develop strategy that fits both the budget and
importance / visibility of your product launch.
This might impact, e.g.:

« Format of opinion sought from counsel
« Whether you purchase products vs. research
online

— Steps can include....
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Practical Tips:
Protecting Your Product Configuration

 Product Clearance

— To identify comparison, or possibly
conflicting, designs:

« Request “most similar” or inspiration designs
» Websites of competitors and market leaders
« Google Images
 Like.com
« USPTO TESS database (iry Image List view)
» Other trademark office websites

haynesboone
Sefting precedent.




like.com

wvisual search

SHOES Faprl SHOP
BAGS ACCESSORIES
W CUAE R JEWELRY 2w aTCHES
ARER HEALTH & BEALUTY
K1DS FOR THE HOAMME

Discover Visual Search!

Click  WISUAL % SEARCH to find

similar colors, shapes, and patterns.
Refine By Price
5 Below 100
HI F100 - $220
PPP w220+

I Sale I Free Shipping

Refine By Style

Jewelny and Watches == =

Mecklaces

Accessories == Men ==

mMens Hats

Home ==

Posters and At
Rugs

Apparel == Women ==
YWamens Socks
Wwormens Blazers

Coats and Jackets

Refine By Color

Y
Fed
Scarlet

CrimEon

Eurgundy

wellowe [armip

Zports Fan Prod. ..

FEoos 3499 949

BIGGSPORTS

WISUAL A SEARCH

Sports Fan Prod. ..
FEEEES F2409.99
BIGGSPORTS

WISUAL wc SEARCH

|21 Products =| | searcH |
The Memory Company Fanzedzge. Com Drale Tiffany The demory Compansy
Shop Shop Shop Shop
F24. 99 F1325.99 =0 F69.00 Fotas F32.99
BIGGSPORTS FansEdge JCPenmey BIGGSPORTS
VISUAL i SEARCH WISUAL i SEARCH WISUAL i SEARCH WISUAL e SEARCH

Fanszedze

FB5.99
FansEdge

WISUAL # SEARCH

Fanzedgze.Zom

F20.99
FansEdge

WISUAL A SEARCH

Fansedgze. Zom Fanzedze. Zom

The demory Company Sports Fan Prod. ..
F40.99 F40.99 FEEE 53234 00 FEE00s F249.99
FansEdge FansEdge BIGGSPORTS BIGGSPORTS
VlSUAL‘A’SE.&RC_H_ \l’lSUAL*SEAﬂC_H_ VlSUAL‘A’SE.&RC_H_ VLSUAL‘A’SEARC_H_

Sports Fan Prod. ..
Fodags F499.949
BIGGSPORTS

YISUAL A SEARCH

v

Zports Fan Prod. ..

F2oo-mg F249.949

The Memory Compary

F-9e F532.99
BIGGSPORTS

WISUAL # SEARCH

Sports Fan Prod. ..

Foesae F499.99

Sports Fan Prod. .. Fanzedges. "om

The demory Company Sports Fanm Prod. ..
FEEeEs F249.949 F40.99 FAEEE 534.99 Fa9as F199.99
BIGGSPORTS FansEdge BIGGSPORTS BIGGSPORTS
WISUAL # SEARCH WISUAL A SEARCH WISUAL # SEARCH WISUAL i SEARCH

The Memory Company

F439.95



a Record List Display - Microsoft Internet Explorer pruvid&ﬂhv-ﬁaﬁ_ﬂs}_ﬁqﬂ

File Edit ‘Wiew Fawvorites Tools Help

@Back - \__'J - \ﬂ \E] _;:\J|,f_j Search '“-::l:.;l-‘ Faworites {_‘E‘| -_'_" .__?_ ﬂ - ﬁ ﬁ

Address I:EE htkp: ftess2 uspto, gov/bingshowfield?F=tocistate=hu7agh. 1. 1&p_search=searchsstp_| =5S0&BackReference=&p_plural=yesp_s_PARAL1=&p_tagrepl®:7E%30

LI Search < 50 - E}' @ - 9% Bookmarks - @ Find - ':'::?‘ Check - ﬁ_| AukoFill -

Home  Site Index | Search | FADQD | Glossary | Guides | Contacts | eBusiness | eBiz alerts | Mews | Help

Trademarks = Trademark Electronic Search System (TESS)

TESS was last updated on Tue Jan 20 04:08:26 EST 2009

ress Howe | New ser | sucrure JF ree Formf srowsr oer JSEARCH 0G

Logout |F’Ieaae fogout when vou are done fo release systern resources allocated for vou.

Start | List At: | OR _Jump |to record: | 1710 Records(s) found (This page: 1 ~ 50)

Refine Search | (coca cola) [0 Submit |
Current Search: 51: (coca cola)[OW] docs: 1710 occ: 5331

|Seria| NumherlReg. Numherl Woard Mark |Check Stﬂtu5|Live.-"Dea{I
[1 [79054158 |GRANDKHAAN ITARR ILIVE
[2 [78958722 [HAPPINESS FACTORY ITARR ILIVE
3 (78662907 |SIMPLY NOT FROM CONCENTRATE ITARR IDEAD
l4 (78802562 ILIVE ON THE COCA-COLA SIDE OF LIFE ITARR ILIVE
5 [78698990 IVAULT ZERO ITARR ILIVE
& (78518615 |DASANI NUTRIWATER ITARR IDEAD
7 [78918473 |DRINK IN EVERY DROP OF LIFE ITARR IDEAD
5 [78802568 ILIVE ON THE COKE SIDE OF LIFE ITARR ILIVE
o [78779105 |COCA-COLA PLUS ITARR ILIVE
[0 [78757570 ITARR IDEAD
[11 [78757567 ITARR IDEAD
(17 [78757565 TARR INFAD




Start I List A I OR  Jump |to record: I

Logout IPIease logout whaen vou are done fo release swafem resourcaes allocated for vouw.

Total documents in the Image Library are: 1710. (This page: 1 ~ 100)

T9054158

HAPPINESS FACTORY

78958722

SIMPLY NOT FROM CONCENTRATE

TEG62907

IL.LIVE ON THE COCA-COT.A STDE
OF LIVE

TEB02562

VAULT ZERO

THEDEID0

DASANI NUTRIWATER

TE518615

DRINK IN EVERY DROI® OF LIFE

78918478

LIVE ON THE COKE SIDE OF
LIFE

78802568

COCA-COLA PLUS

TETTH105

‘.@

TETHT5T0

‘@

78757567

‘&

T8THTH65




Practical Tips:
Protecting Your Product Configuration

 Product Clearance

— Research “comparison” products:
« Analyze scope of potential protection
— Secondary meaning?
— Ornamentation?
— Functional?
— Generic?
— Third party designs?
— Aggressive? (For practical purposes)
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Practical Tips:
Protecting Your Product Configuration

 File Trade Dress Application with USPTO

— Should you file?
— Reasons to consider filing:

© 2009 Haynes and Boone,

Patent and copyright ownership issues
Patent statute of limitations issue
Nationwide enforcement

5 years after registration, can become incontestable — and
distinctiveness can no longer be challenged

Help rebut a defense of functionality
Potentially infinite protection
Useful (but not necessary) for lawsuit
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Practical Tips:
Protecting Your Product Configuration

 Application requirements to keep in mind
—In use

— Secondary meaning
« 5 year presumption
» S0, you might want to wait until design has been

on the market for 2-3 years, or until you have
extensive advertising or market recognition
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Practical Tips:
Protecting Your Product Configuration

* Recording with US Customs

— Can record trade dress (and trademark and
copyright) registrations
— Advantages:

 Block importation of infringing or even not-so-
similar designs

 Relatively cheap and easy to do
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Practical Tips:
Protecting Your Product Configuration

* Marketing Efforts — Do:

— “Look-for” advertising

— Be consistent

— Use applicable notice ( ™M or ®)
— Place brand name on products

— Work with marketing and financial departments to
maintain records of advertising and sales

« Remember ... length of use, ad expenditures, third party
media coverage, sales figures, and the like can help prove
secondary meaning
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Practical Tips:
Protecting Your Product Configuration

» Marketing Efforts — Don't:
— Solely show photos of all products

— Describe purely aesthetic features in a
functional manner
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Practical Tips:
Protecting Your Product Configuration

 In-House Training and Documentation
— Be careful of terms used
— Avoid or limit written trails
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