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Admin Law Fundamentals
Constitutional Roots of Administrative Law
• Separation of Powers – Balancing Legislative, Executive and
Judicial Authority and Power
•

U.S. Constitution, Article I, Section 8:
“The Congress shall have the power . . . To promote the progress of
Science and useful Arts, by securing for limited Times to Authors and
Inventors the exclusive Right to their respective Writings and
Discoveries.”

•

Presumption of Judicial Review of Agency Action
Marbury v. Madison, 5 U.S. 137 (1803); U.S. v. Nourse, 34 U.S. 8 (1835)
Administrative Procedure Act – 5 U.S.C. §§ 702, 704
APA Legislative History – Congress is presumed to be aware and knows
it must limit judicial review very expressly.
Bowen v. Michigan Acad. Of Family Physicians, 476 U.S. 667 n.12 (1986)
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Admin Law Fundamentals
Constitutional Roots of Administrative Law
• “Chevron Doctrine” or “Chevron Deference”
•
•
•

•

Chevron, U.S.A., Inc. v. NRDC, Inc., 467 U.S. 837 (1984)
When must an Article III Court defer to an agency’s interpretation of the
agency’s own enabling statute?
Chevron “Two‐Step” Test:
(1) Does the statute unambiguously address the issue?
(2) Is the agency’s interpretation of the statute reasonable?
Is there a Chevron “Step Zero”?
• Many cases have applied a prior step, to determine whether Chevron
deference should apply at all.
• Cass R. Sunstein, “Chevron Step Zero,” 92 Va. L. Rev. 187 (2006).
• Did Justice Scalia put an end to the notion of a “Step Zero” in City of
Arlington v. FCC, 133 Sup.Ct. 1863 (2013)?
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Admin Law Fundamentals
Constitutional Roots of Administrative Law
• “Chevron Doctrine” or “Chevron Deference”
•

City of Arlington v. FCC, 133 Sup.Ct. 1863 (2013).

Roberts (dissenting), joined by Kennedy and Alito
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Admin Law Fundamentals
Constitutional Roots of Administrative Law
• “Auer Deference” ‐ Auer v. Robbins, 519 U.S. 452 (1997)
• Extends Chevron deference to the agency’s interpretation of
its own regulations.
• No “two step.” Agency is entitled to deference unless the
regulation is unambiguous.
• How is this consistent with Due Process?
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Admin Law Fundamentals
Constitutional Roots of Administrative Law
• Due Process
•

U.S. Constitution, Fifth Amendment
“No person shall be . . . Deprived of life, liberty, or property, without due
process of law; nor shall private property be taken for public use, without
just compensation.”

•

APA – Legislative history shows that one of the primary purposes was to
prevent violations of due process by administrative agencies.
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Admin Law Fundamentals
Constitutional Roots of Administrative Law
• Due Process
•

Patents are property rights, and patent owners are entitled to due
process before their property is taken.
• 35 U.S.C. §261 (“Subject to the provisions of this title, patents shall
have the attributes of personal property.”)
• Cleveland Bd. Of Educ. v. Loudermill, 470 U.S. 532, 541‐42 (1985) (“The
right to due process is conferred, not by legislative grace, but by
constitutional guarantee. While the legislature may elect not to confer
a property interest in public employment, it may not constitutionally
authorize the deprivation of such interest, once conferred, without
appropriate procedural safeguards.”)

•

Oil States (Supreme Court, pending) – are patents a “public right” or a
“private right” for purposes of the Seventh Amendment?
• What, if any, is the implication for Fifth Amendment Due Process? 14

Admin Law Fundamentals
Constitutional Roots of Administrative Law
• Due Process

Microsoft v. Proxyconn, 789 F.3d 1292 (Fed. Cir. June 16, 2015).
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Admin Law Fundamentals
Constitutional Roots of Administrative Law
• Due Process

Law360, published Oct. 18, 2017
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Admin Law Fundamentals
The Administrative Procedure Act (“APA”)
• When Congress delegates authority to an executive agency, the
agency typically has complete discretion to exercise the authority
by rule or by adjudication. (Congress may limit this discretion,
but must do so very expressly).
• In either case, the APA provides statutory protections to guard
against violations of due process by the agency.
1) “Notice and Comment” Rule Making – 5 U.S.C. §553
2) Formal Administrative Trials – 5 U.S.C. §§554‐558
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Admin Law Fundamentals
The Administrative Procedure Act (“APA”)
“Notice and Comment” Rule Making – 5 U.S.C. §553
• Notice of Proposed Rules Published in the Federal Register
• Opportunity for Interested Persons to Comment
• Agency Must Consider the Comments
• Publication of Final Rules
• Interested Persons Given Opportunity to Petition for
Issuance, Amendment, or Repeal of Rule
Key Point: Once the agency goes through this process, the agency is
required to follow its own rules.
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Admin Law Fundamentals
The Administrative Procedure Act (“APA”)
“Notice and Comment” Rule Making – 5 U.S.C. §553
Key Point: Once the agency goes through this process, the agency is
required to follow its own rules.

Align Tech. v. ITC, 771 F.3d 1317, 1325 (Fed. Cir. 2014)
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Admin Law Fundamentals
The Administrative Procedure Act (“APA”)
Formal Administrative Trials – 5 U.S.C. §§554‐558
• Right to a hearing
• Right to receive fair notice of the issues, arguments and
evidence that will be at issue at the hearing
• Right to submit evidence and argument
• Right to cross‐examine testimony
• Right to present evidence in opposition to evidence offered
by opponent
• Right to present responsive legal arguments
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Admin Law Fundamentals
The Administrative Procedure Act (“APA”)
Formal Administrative Trials – 5 U.S.C. §§554‐558
• Right to a decision that is based on all the evidence
• Right to a written opinion from the agency that provides a
statement of reasons
• Right to Article III judicial review – 5 U.S.C. §702, §704
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Admin Law Fundamentals
Judicial Review and Appellate Jurisdiction
• Typically, executive authority is discretionary. Very little ability to
get review of an agency’s refusal to act.
• But when an agency takes an action or makes a decision, there is
a strong presumption of judicial review.
• Even where Congress limits judicial review, statute is
narrowly construed.
• No matter what Congress says, some issues are always
reviewable (such as constitutional issues).
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Admin Law Fundamentals
Judicial Review and Appellate Jurisdiction
• APA provides the standards for appellate review – 5 U.S.C. §706:
The reviewing court shall . . . hold unlawful and set aside agency action,
findings, and conclusions found to be:
(A) arbitrary, capricious, an abuse of discretion, or otherwise not in
accordance with law;
(B) contrary to constitutional right, power, privilege, or immunity;
(C) in excess of statutory jurisdiction, authority, or limitations, or short of
statutory right;
(D) without observance of procedure required by law;
(E) unsupported by substantial evidence in a case subject to sections
556 and 557 of this title or otherwise reviewed on the record of an
agency hearing provided by statute; or
(F) unwarranted by the facts to the extent that the facts are subject to
trial de novo by the reviewing court.
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Admin Law Fundamentals
Judicial Review and Appellate Jurisdiction
•

In agency appeals, the jurisdiction of Article III courts is limited to reviewing
the correctness and sufficiency of the reasons stated by the agency itself in
support of its decision. The appellate court may not substitute its own
judgment for the agency’s (such as affirming for alternative reasons).

SEC v. Chenery Corp., 318 U.S. 80, 87 (1943)
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Admin Law in AIA Implementation
Statutory Authority
35 U.S.C. §6 – Patent Trial and Appeal Board
(a) IN GENERAL.—There shall be in the Office a Patent Trial and Appeal Board.
The Director, the Deputy Director, the Commissioner for Patents, the
Commissioner for Trademarks, and the administrative patent judges shall
constitute the Patent Trial and Appeal Board. The administrative patent
judges shall be persons of competent legal knowledge and scientific ability
who are appointed by the Secretary, in consultation with the Director. Any
reference in any Federal law, Executive order, rule, regulation, or delegation
of authority, or any document of or pertaining to the Board of Patent Appeals
and Interferences is deemed to refer to the Patent Trial and Appeal Board.
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Admin Law in AIA Implementation
Statutory Authority
35 U.S.C. §6 – Patent Trial and Appeal Board
(b) DUTIES.—The Patent Trial and Appeal Board shall—
(1) on written appeal of an applicant, review adverse decisions of
examiners upon applications for patents pursuant to section 134(a);
(2) review appeals of reexaminations pursuant to section 134(b);
(3) conduct derivation proceedings pursuant to section 135; and
(4) conduct inter partes reviews and post‐grant reviews pursuant to
chapters 31 and 32.
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Admin Law in AIA Implementation
Statutory Authority
35 U.S.C. §314 – Institution of inter partes review
(a) THRESHOLD.—The Director may not authorize an inter partes review to be
instituted unless the Director determines that the information presented in
the petition filed under section 311 and any response filed under section 313
shows that there is a reasonable likelihood that the petitioner would prevail
with respect to at least 1 of the claims challenged in the petition.
(b) TIMING.—The Director shall determine whether to institute an inter partes
review under this chapter pursuant to a petition filed under section 311
within 3 months after—
(1) receiving a preliminary response to the petition under section 313; or
(2) if no such preliminary response is filed, the last date on which such
response may be filed.
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Admin Law in AIA Implementation
Statutory Authority
35 U.S.C. §316 – Conduct of inter partes review
(c)PATENT TRIAL AND APPEAL BOARD.—The Patent Trial and Appeal Board shall, in
accordance with section 6, conduct each inter partes review instituted under
this chapter.
35 U.S.C. §318 – Decision of the Board
(a) Final Written Decision ‐ If an inter partes review is instituted and not
dismissed under this chapter, the Patent Trial and Appeal Board shall issue a
final written decision with respect to the patentability of any patent claim
challenged by the petitioner and any new claim added under section 316(d).
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Admin Law in AIA Implementation
Statutory Limits on PTAB Authority
35 U.S.C. §316 – Conduct of inter partes review
(e) Evidentiary Standards. – In an inter partes review instituted
under the chapter, the petitioner shall have the burden of
proving a proposition of unpatentabilty by a preponderance of
the evidence.
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Admin Law in AIA Implementation
Statutory Limits on PTAB Authority
35 U.S.C. §315 – Relation to other proceedings or actions
(b) Patent Owner’s Action.‐ An inter partes review may not be instituted if the
petition requesting the proceeding is filed more than 1 year after the date on
which the petitioner, real party in interest, or privy of the petitioner is served
with a complaint alleging infringement of the patent. The time limitation set
forth in the preceding sentence shall not apply to a request for joinder under
subsection (c).
(c) Joinder.‐ If the Director institutes an inter partes review, the Director, in his
or her discretion, may join as a party to that inter partes review any person
who properly files a petition under section 311 that the Director, after
receiving a preliminary response under section 313 or the expiration of the
time for filing such a response, determines warrants the institution of an
inter partes review under section 314.
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Admin Law in AIA Implementation
Statutory Limits on PTAB Authority
35 U.S.C. §314 – Institution of inter partes review
(d) No Appeal. – The determination by the Director whether to
institute an inter partes review under this section shall be final
and nonappealable.
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Admin Law in AIA Implementation
Statutory Authorization of USPTO Rulemaking
35 U.S.C. §316 – Conduct of inter partes review
(a)REGULATIONS.—The Director shall prescribe regulations—
(1) providing that the file of any proceeding under this chapter shall be made available to the
public, except that any petition or document filed with the intent that it be sealed shall, if
accompanied by a motion to seal, be treated as sealed pending the outcome of the ruling on the
motion;
(2) setting forth the standards for the showing of sufficient grounds to institute a review under
section 314(a);
(3) establishing procedures for the submission of supplemental information after the petition is
filed;
(4) establishing and governing inter partes review under this chapter and the relationship of such
review to other proceedings under this title;
(5) setting forth standards and procedures for discovery of relevant evidence, including that such
discovery shall be limited to—(A)the deposition of witnesses submitting affidavits or
declarations; and (B)what is otherwise necessary in the interest of justice;
(6) prescribing sanctions for abuse of discovery, abuse of process, or any other improper use of
the proceeding, such as to harass or to cause unnecessary delay or an unnecessary increase in
the cost of the proceeding;
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Admin Law in AIA Implementation
Statutory Authorization of USPTO Rulemaking
35 U.S.C. §316 – Conduct of inter partes review
(a)REGULATIONS.—The Director shall prescribe regulations—
(7) providing for protective orders governing the exchange and submission of confidential
information;
(8) providing for the filing by the patent owner of a response to the petition under section 313
after an inter partes review has been instituted, and requiring that the patent owner file with
such response, through affidavits or declarations, any additional factual evidence and expert
opinions on which the patent owner relies in support of the response;
(9) setting forth standards and procedures for allowing the patent owner to move to amend the
patent under subsection (d) to cancel a challenged claim or propose a reasonable number of
substitute claims, and ensuring that any information submitted by the patent owner in support
of any amendment entered under subsection (d) is made available to the public as part of the
prosecution history of the patent;
(10) providing either party with the right to an oral hearing as part of the proceeding;
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Admin Law in AIA Implementation
Statutory Authorization of USPTO Rulemaking
35 U.S.C. §316 – Conduct of inter partes review
(a)REGULATIONS.—The Director shall prescribe regulations—
(11) requiring that the final determination in an inter partes review be issued not later than 1
year after the date on which the Director notices the institution of a review under this chapter,
except that the Director may, for good cause shown, extend the 1‐year period by not more than
6 months, and may adjust the time periods in this paragraph in the case of joinder under section
315(c);
(12) setting a time period for requesting joinder under section 315(c); and
(13) providing the petitioner with at least 1 opportunity to file written comments within a time
period established by the Director.
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Admin Law in AIA Implementation
USPTO Rulemaking
PTAB regulations resulted from APA “notice and comment” procedures.
• Practice Guide for Proposed Trial Rules, 77 Fed. Reg. 6868 (Feb. 9, 2012)
• Changes to Implement Inter Partes Review Proceedings, 77 Fed. Reg.
7041 (Feb. 10, 2012)
• Office Patent Trial Practice Guide, 77 Fed. Reg. 48756 (Aug. 14, 2012)
Resulting Regulations Codified at 37 C.F.R. pt. 42.
Two implications resulting from APA rulemaking process:
1. The USPTO has an obligation to follow these rules as written (or provide a
written statement of reasons for departing from the rules); and
2. The USPTO’s rules are reviewed under Chevron deference.
37

Admin Law in AIA Implementation
USPTO Rulemaking – Examples
Broadest Reasonable Interpretation
37 C.F.R. §42.100 Procedure; pendency.
(b) A claim in an unexpired patent that will not expire before a final written
decision is issued shall be given its broadest reasonable construction in light
of the specification of the patent in which it appears.

Cuozzo v. Lee, 136 S.Ct. 2131, 2144 (2016)
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Admin Law in AIA Implementation
USPTO Rulemaking – Examples
Broadest Reasonable Interpretation
37 C.F.R. §42.100 Procedure; pendency.
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of the specification of the patent in which it appears.
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Admin Law in AIA Implementation
USPTO Rulemaking – Examples
Delegation of Director’s Authority for Institution Decision
37 C.F.R. §42.4 Notice of Trial
(a) Institution of trial. The Board institutes the trial on behalf of the Director.

Ethicon v. Covidien, 812 F.3d 1023 (Fed. Cir. 2016)
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Admin Law in AIA Implementation
USPTO Rulemaking – Examples
Institution on Fewer than All Challenged Claims
37 C.F.R. §42.108 Institution of inter partes review.
(a) When instituting inter partes review, the Board may authorize the review
to proceed on all or some of the challenged claims and on all or some of
the grounds of unpatentability asserted for each claim.

SAS Institute v. Matal, No. 16‐969, U.S. Supreme Court (pending)
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Admin Law in AIA Implementation
USPTO Rulemaking – Examples
Party Joinder and Issue Joinder
37 C.F.R. §42.122 Multiple proceedings and Joinder.
(b) Request for joinder. Joinder may be requested by a patent owner or
petitioner. Any request for joinder must be filed, as a motion under §42.22,
no later than one month after the institution date of any inter partes review
for which joinder is requested. The time period set forth in §42.101(b) shall
not apply when the petition is accompanied by a request for joinder.
Can the Federal Circuit / SCOTUS review this issue in light of 35 U.S.C. §314(d)?
• Wi‐Fi One v. Broadcom, No. 2014‐1944, Federal Circuit (pending en banc).
• Nidec v. Broad Ocean, 868 F.3d 1013 (Fed. Cir. 2017) – concurring opinion
expressed strong skepticism on issue joinder.
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Admin Law in PTAB Trials
Admin Law Issues in PTAB Trials
1. Preservation of Error – exhaustion of administrative remedies.
• Common law exhaustion – subject to common law exceptions
• APA §704 – weak exhaustion requirement
• Specific statutory / rule exhaustion.

In re Hill‐Rom Services, 634 Fed. Appx.
786 (Fed. Cir. 2015)
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Admin Law in PTAB Trials
Admin Law Issues in PTAB Trials
1. Preservation of Error – exhaustion of administrative remedies.
37 C.F.R.§42.64 Objection; Motion to Exclude
(c) Motion to exclude. A motion to exclude evidence must be filed to preserve an
objection. The motion must identify the objections in the record in order and must
explain the objections. The motion may be filed without prior authorization from
the Board.
37 C.F.R. §42.23 Oppositions and replies.
(b) All arguments for the relief requested in a motion must be made in the
motion. A reply may only respond to the arguments raised in the corresponding
opposition, patent owner preliminary response, or patent owner response.
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Admin Law in PTAB Trials
Admin Law Issues in PTAB Trials
1. Preservation of Error – exhaustion of administrative remedies.

Order on Conduct of Proceeding, Vtech v. Spherix, IPR2014‐01431, Paper 17
(March 18, 2015)
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Admin Law in PTAB Trials
Admin Law Issues in PTAB Trials
1. Preservation of Error – exhaustion of administrative remedies.

Patent Owner Motion to Exclude, Vtech v. Spherix, IPR2014‐01431, Paper 35 (Sept.
4, 2015)
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Admin Law in PTAB Trials
Admin Law Issues in PTAB Trials
1. Preservation of Error – exhaustion of administrative remedies.

Patent Owner Motion to Exclude, Vtech v. Spherix, IPR2014‐01431, Paper 35 (Sept.
4, 2015)
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Admin Law in PTAB Trials
Admin Law Issues in PTAB Trials
1. Preservation of Error – exhaustion of administrative remedies.

Oral Hearing, Vtech v. Spherix, IPR2014‐01431, Paper 47 (Sept. 28, 2015)
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Admin Law in PTAB Trials
Admin Law Issues in PTAB Trials
1. Preservation of Error – exhaustion of administrative remedies.

Final Decision, Vtech v. Spherix, IPR2014‐01431, Paper 50 (Feb. 3, 2016)
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Admin Law in PTAB Trials
Admin Law Issues in PTAB Trials
1. Preservation of Error – exhaustion of administrative remedies.

Genzyme Therapeutic v. Biomarin, 825 F.3d 1360 (Fed. Cir. 2016)
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Admin Law in PTAB Trials
Admin Law Issues in PTAB Trials
2. Burden of Proof on the Petitioner – In re Magnum Oil Tools

In re Magnum Oil Tools Int’l, Ltd., 829 F.3d 1364
(Fed. Cir. July 25, 2016)
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Admin Law in PTAB Trials
Admin Law Issues in PTAB Trials
3. Burden of Proof on Amendments – Aqua Products

Aqua Products v. Matal, No. 2015‐1177,
Fed. Cir. (Oct 4, 2017) (en banc)
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Admin Law in PTAB Trials
Admin Law Issues in PTAB Trials
4. New Evidence or Argument in Reply or at Oral Argument
•
•
•
•
•

Fed Cir will reverse when party truly does not have notice of the new evidence
/ argument – such as a new claim construction that first appears in final
written decision. SAS v. Complementsoft, 825 F.3d 1341 (Fed. Cir. 2016).
But practically any notice is enough. For example, PTAB can change claim
construction in FWD if it adopts the construction that any party has previously
advocated. IPR Licensing v. ZTE, 685 Fed. Appx. 933 (Fed. Cir. 2017).
Oral argument is sufficient opportunity to respond to new reply evidence.
Must file motion to exclude, ask for surreply, and exhaust other options to
preserve error. Genzyme v. Biomarin, 825 F.3d 1360 (Fed. Cir. 2016).
Since claim construction is reviewed de novo, appeal is sufficient opportunity
for party to respond to new claim construction in FWD. IPR Licensing v. ZTE.
But see – Dell v. Acceleron, 818 F.3d 1293 (Fed. Cir. 2016) (reversed decision
where PTAB relied upon an argument made for the first time at the oral
hearing).
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Admin Law in PTAB Trials
Admin Law Issues in PTAB Trials
4. New Evidence or Argument in Reply or at Oral Argument
37 C.F.R. §42.23 Oppositions and replies.
(b) All arguments for the relief requested in a motion must be made in the
motion. A reply may only respond to the arguments raised in the corresponding
opposition, patent owner preliminary response, or patent owner response.
5 U.S.C. §554 Adjudications
(b) Persons entitled to notice of an agency hearing hall be timely informed of . . .
the matters of fact and law asserted.
5 U.S.C. §556
(d) A party is entitled to present his case or defense by oral or documentary
evidence, to submit rebuttal evidence, and to conduct such cross‐examination as
may be required for a full and true disclosure of the facts.
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Admin Law in PTAB Trials
Admin Law Issues in PTAB Trials
6. Party Joinder / Issue Joinder
35 U.S.C. §315 – Relation to other proceedings or actions
(b) Patent Owner’s Action.‐ An inter partes review may not be instituted if the
petition requesting the proceeding is filed more than 1 year after the date on
which the petitioner, real party in interest, or privy of the petitioner is served
with a complaint alleging infringement of the patent. The time limitation set
forth in the preceding sentence shall not apply to a request for joinder under
subsection (c).
(c) Joinder.‐ If the Director institutes an inter partes review, the Director, in his
or her discretion, may join as a party to that inter partes review any person
who properly files a petition under section 311 that the Director, after
receiving a preliminary response under section 313 or the expiration of the
time for filing such a response, determines warrants the institution of an
inter partes review under section 314.
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Admin Law in PTAB Trials
Admin Law Issues in PTAB Trials
6. Party Joinder / Issue Joinder
37 C.F.R. §42.122 Multiple proceedings and Joinder.
(b) Request for joinder. Joinder may be requested by a patent owner or
petitioner. Any request for joinder must be filed, as a motion under §42.22,
no later than one month after the institution date of any inter partes review
for which joinder is requested. The time period set forth in §42.101(b) shall
not apply when the petition is accompanied by a request for joinder.
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Admin Law in PTAB Appeals
Admin Law Issues in PTAB Appeals
1. Oil States – is it an Admin Law Case?
Question Presented:
Whether inter partes review – an adversarial process used by the
Patent and Trademark Office (PTO) to analyze the validity of
existing patents – violates the Constitution by extinguishing
private property rights through a non‐Article III forum without a
jury.
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Admin Law in PTAB Appeals
Admin Law Issues in PTAB Appeals
2. Scope of Appellate Review – Wi‐Fi One v. Broadcom (en banc)
Specific Issue Presented: In light of §314(d), can the Federal Circuit review
appellate points related to the one‐year timeliness requirement of §315(b)?
Other Issues at Stake:
• If an issue is related to both the institution decision and the final written
decision, does §314(d) bar appeal of the issue?
• What is the implication of the fact that the USPTO regulations delegate the
Director’s authority to decide institution to the PTAB?
• Even in light of the limitation on appeal in §314(d), what aspects of an
institution decision may be appealed under the standards of APA §706?
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Admin Law in PTAB Appeals
Admin Law Issues in PTAB Appeals
2. Scope of Appellate Review – Wi‐Fi One v. Broadcom (en banc)
5 U.S.C. §706 Scope of Review
The reviewing court shall . . . hold unlawful and set aside agency action,
findings, and conclusions found to be:
(A) arbitrary, capricious, an abuse of discretion, or otherwise not in
accordance with law;
(B) contrary to constitutional right, power, privilege, or immunity;
(C) in excess of statutory jurisdiction, authority, or limitations, or short of
statutory right;
(D) without observance of procedure required by law;
(E) unsupported by substantial evidence in a case subject to sections
556 and 557 of this title or otherwise reviewed on the record of an
agency hearing provided by statute; or
(F) unwarranted by the facts to the extent that the facts are subject to
65
trial de novo by the reviewing court.

Admin Law in PTAB Appeals
Admin Law Issues in PTAB Appeals
3. PTAB Compliance with APA
• Sufficiency of PTAB Written Decision
• Notice and Due Process
• Opportunity to Respond with Argument and Evidence
• Consideration of Full Record
• Shifting Burden of Proof
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Admin Law in PTAB Appeals
Admin Law Issues in PTAB Appeals
4. Chevron Deference to PTAB “Case Law” – Aqua Products
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Admin Law Issues in PTAB Appeals
4. Chevron Deference to PTAB “Case Law” – Aqua Products
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Admin Law in PTAB Appeals
Admin Law Issues in PTAB Appeals
5. PTAB Expanded Panels

Nidec v. Broad Ocean, 868 F.3d 1013
(Fed. Cir. Aug. 22, 2017)
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5. PTAB Expanded Panels

Nidec v. Broad Ocean, 868 F.3d 1013
(Fed. Cir. Aug. 22, 2017)
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Admin Law in PTAB Appeals
Admin Law Issues in PTAB Appeals
5. PTAB Expanded Panels

Nidec v. Broad Ocean, 868 F.3d 1013 (Fed. Cir. Aug. 22, 2017) (Dyk and Wallach,
concurring).
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Admin Law in PTAB Appeals
Admin Law Issues in PTAB Appeals
7. “Rule 36”
• Leak Surveys v. FLIR (SCOTUS denial of cert)
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Admin Law Issues in PTAB Appeals
7. “Rule 36”
• Leak Surveys v. FLIR (SCOTUS denial of cert)
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Admin Law in PTAB Appeals
Admin Law Issues in PTAB Appeals
7. “Chenery” Rule – Alive or Dead in the Federal Circuit?
• LSI Cert Denied – October 10, 2017
• Owens Corning v. Fast Felt Corp.,Case No. 2016‐2613 (Fed. Cir.
October 11, 2017)
•
•
•

Appeal from a PTAB final decision finding that petitioner had failed to
meet burden of proof on obviousness ground (§103).
Federal Circuit reversed the PTAB’s claim construction.
Rather than vacating and remanding (like every previous 103 case in
which the claim construction had been reversed), the Federal Circuit
instead reversed and rendered judgment that the patent was invalid.

Did the Federal Circuit substitute its own judgment for the PTAB’s?
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Admin Law in PTAB Appeals
Admin Law Issues in PTAB Appeals
7. “Chenery” Rule – Alive or Dead in the Federal Circuit?
• Owens Corning v. Fast Felt Corp.,Case No. 2016‐2613 (Fed. Cir.
October 11, 2017)
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Agenda
1. Admin Law Fundamentals
2. Admin Law Issues in AIA Implementation
3. Admin Law Issues in PTAB Trials
4. Admin Law Issues in PTAB Appeals
5. Strategies for Using Admin Law in Your PTAB Practice
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Admin Law Strategies
PTAB Admin Law Strategies
1. As an advocate, you must consider the ramifications for
preserving error.
• Asserting your APA and due process rights will send a signal that
you expect the PTAB to follow the law, and are prepared to make
them do so.
• This will often be met by resistance or “blowback” from the panel
on other issues – or it could have the opposite effect.
2. Once you start down this road, there is no turning back.
3. Preserve the appellate points with a “soft touch” if possible.
4. Once you have decided to fight the fight, exhaust every avenue
for asserting your rights.
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Donald Puckett
Don represents businesses and individuals in patent infringement litigation, patent licensing,
and patent Inter Partes Reviews. Prior to joining Nelson Bumgardner, he was a co‐founder of
Dallas law firm Skiermont Puckett LLP. He previously was a Partner at The Ware Firm in
Dallas, and an associate at McKool Smith PC. The vast majority of his patent litigation
experience has been on behalf of patent owners. Recently, the majority of his practice has
involved IPR proceedings and Federal Circuit Appeals of IPR cases.
Texas A&M School of Law
Adjunct Professor
Texas Super Lawyer
2014‐2017

“ [A] chess master who thinks several moves ahead of his opponent. Commentators
respect his ability to work up a case so as to maximize the impact of his arguments. . . .
Few do it better than Don.”
—IAM 1000
The World’s Leading Patent Professionals 2015

